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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 2 states "...said crosslinking agent comprised of diallylphthalate monomer 
or prepolymer (A) and a crosslinking agent other than diallylphthalate monomer (B) 
wherein the ratio by weight of the (A) to (B) lies in the range of 5:95 to 25:75." The 
"order of operations" is not explained. This excerpt could mean either of the following: 

[Interpretation 11 

"...said crosslinking agent comprised of the product of components (A) and (B), 
wherein: 

component (A) is either: 

diallylphthalate monomer or 
diallylphthalate prepolymer, and 
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component (B) is a crosslinking agent other than diallylphthalate 
monomer, and 

the ratio by weight of the (A) to (B) lies in the range of 5:95 to 25:75." 
[Interpretation 21 

"...said crosslinking agent comprised of either: 
diallylphthalate monomer 
or both: 

prepolymer (A) and 

a crosslinking agent (B) other than diallylphthalate monomer, 
wherein the ratio by weight of the (A) to (B) lies in the range of 5:95 

to 25:75." 

The examiner notes that in both interpretations, the claim is satisfied by 
diallylphthalate prepolymer (A) with crosslinking agent (B) wherein the ratio by weight of 
(A) to (B) lies in the range of 5:95 to 25:75. Hence, the examiner will attempt to apply 
art to this scenario. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 3-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamane et alii (JP 2001 -069765 A, henceforth referred to as "JP2001/069765"). 

In claim 1 , the applicant claims: 

(a) 100 weight parts of a polyester and a crosslinking agent (JP2001/0926, 
par. 6), 

(b) at least 300 weight parts of an inorganic filler with a particle size greater 
than 0.5 microns (corresponding to "300 ore more weight sections of aluminium 
hydroxide," JP2001/0926, par. 11), 

(c) 30 to 1 60 weight parts of a hollow filler having a pressure resistance of at 
least 2,100 1 0 4 N/m 2 (JP2001/0926, par. 6), and 

(d) where the ratio of inorganic filler to hollow filler is 1 :4 to 4:1 . 

Regarding claim 2, the applicant further claims 35 to 75 parts crosslinking agent 
per 100 parts of unsaturated polyester (JP2001/0926, par. 10) where (interpreted 
above) diallylphthalate prepolymer (A) (JP2001/0926, par. 10) with crosslinking agent 
(B) (corresponding to "methyl methacrylate," JP2001/0926, par. 10), the ratio by weight 
of (A) to (B) lies in the range of 5:95 to 25:75. 
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Regarding claim 3, the applicant further claims that the polyester resin 
composition is obtained by polycondensing propylene glycol, bisphenol A, neopentyl 
glycol, fumaric acid, and maleic anhydride. In JP2001/0926, par. 7-9, the prior art 
establishes that their unsaturated polyester is not particularly limited, explicitly stating 
these reagents can be used. As the selection of polyester doesn't appear to be critical 
and as there is an absence of unexpected results, the claimed condensate is within the 
scope of what was previously taught. Furthermore, the applicant had motivation to mix 
several polyalcohols and polycarboxylic acid/derivatives, as mixtures of different 
residuals polyalcohols and polycarboxylic acid/derivatives during polycondensations 
breaks up crystal I in ity, which makes the overall polymer less dense. 

Regarding claim 4, the applicant further claims: 

(f) the inorganic filler has an average particle size of 1 5 microns or less 
(JP2001/0926, par. 11). 

Regarding claim 5, the applicant further claims: 

(g) the hollow filler has a true specific density of 0.3 to 0.7 (JP2001/0926, par. 

14). 

Regarding claims 6 and 9, the applicant further claims: 

(h) a molding shrinkage ratio of -0.15 to +0.05% (JP2001/0926, tbl. 1), 

(i) a coefficient of linear expansion of 1 .0 x 1 0" 5 to 2.5 x 1 0" 5 /K , 
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(j) a Barcol hardness of 5 to 25 at 180 °C, and 
(k) a specific gravity of 1 .00 to 1 .60 (JP2001/0926, tbl. 1 ). 
The examiner takes the position that limitations (i) and (j) are innately met because the 
compositions between the instant application and JP2001/0926 are similar. 

Regarding claim 7, the applicant further claims: 

(I) a leveling of 5 to 20 (corresponding to "O" ("Very Good" or "Good" leveling 
as per par. 29), JP2001/0926, tbl. 1 ). The examiner takes the position the visual "O" 
corresponds to a leveling of 5 to 20. 

Regarding claims 8-9, the applicant further claims: 

(m) an article obtained by molding the composition of claim 1 (JP2001/0926, 
par. 26). 

JP2001/0926's invention is a flame retardant, low specific gravity, unsaturated 
polyester resin composition. JP2001/0926 uses a ratio of inorganic filler to hollow filler 
from about 5:1 to 5:10. However, the reasons for using both the inorganic filler and the 
hollow filler are established in JP2001/0926, and respectively, the reasons are the 
inorganic filler enhances desirable properties of the composition such as heat and 
impact resistance and the hollow fillers lower the specific gravity. A prima facie case of 
obviousness exists where the claimed ranges and prior art ranges do not overlap but 
are close enough that one skilled in the art would have expected them to have the same 
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properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 
(Fed. Cir. 1985) (MPEP 2144.05) 

Furthermore JP2001/0926 fails to teach a ratio of prepolymer (A) to crosslinking 
agent (B) in the range of 5:95 to 25:75. Crosslinking agents are known, and their 
effects studied. Crosslinks are known to help prevent crystalline regions from forming 
and to harden a plastic. JP2001/0926 establishes the desire for a low density polymer. 
Therefore, there is motivation to optimize crosslinking agent choice and amount, to help 
control the density and crystallinity of the polymer, while hardening the polymer for an 
intended use. As above, this range clearly falls within the scope set forth by 
JP2001/0926 in par. 10. 

Therefore at the time of invention, it would have been obvious to one of ordinary 
skill in the art to modify JP2001/0926's composition to try adding more hollow fillers or 
less inorganic fillers to further lower the specific gravity of the composition and to modify 
JP2001/0926 invention to optimize the relative amounts of crosslinking agents. 

Furthermore at the time of the invention, to one of ordinary skill in the art, it would 
have been obvious to select propylene glycol, bisphenol A, neopentyl glycol, fumaric 
acid, and maleic anhydride to polycondense the polyester resin of the instant 
application. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James W. Taylor II whose telephone number is 
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(571)270-5457. The examiner can normally be reached on 7:30 am to 5:00 pm (off 
every other Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on (571) 272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. Lawrence Tarazano/ James W Taylor II 

Supervisory Patent Examiner, Art Unit 4171 Examiner 

Art Unit 4171 

jwt2 



